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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
• Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I) ^ Responsive to communication(s) filed on 24 October 2007 . 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim{s) 1-3,5-8,1 0-1 3 and 15 is/are pending in the application, 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 1E1 Claim(s) 1-3,5,7,8,10.11.13 and 15 is/are rejected. 

7) ^ Claim(s) 6 and 12 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) 0 The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)IEI All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17, 2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) CD Notice of References Cited (PTO-892) 4) CD Inten^iew Summary (PTO-413) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Infomrjation Disclosure Statement(s) (PTO/SB/08) 5) LD Notice of Informal Patent Application 

Paper No(s)/l\/Iail Date . 6) □ Other: . 



U.S. Patent and Tra(lemar1( Office 

PTOL.326 (Rev. 08-06) 
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DETAILED ACTION 

1 . In view of the amendment, previous 1 02(e) rejections over Munnelly'460 and 
over Munnelly'81 1 are liereby withdrawn. 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action Is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included In this action can 
be found in a prior Office action. 

4. Claims 1 -3. 5, 7, 8, 1 0, 11 , 1 3 and 1 5 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Munnelly et al (US 2003/01 18939 A1). 

Munnelly teaches the following in claim 13: 
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13. A priming plaie precoiso^ compdsisig: 
a substrate; and 

coaled on said substrate an IR-sensitive composition 
compxisai^: a polymeric binder; and a free radical 
polymerizabie system coosistli^ o£ at least one com- 
ponent selected &om unsaturated £ree radic^ polymer- 
izabie monomers oligomers which are free radical 
polymerizabie and polymers containing C=C bonds in 
the baddbone and/or in the side chain groups; and an 
initiator s}^tem cornicing: (a) at least one compound 
capable of absorbing IR radiation; (b) at iea^ oue 
compound capable of producing r&dicals; and (c) at 
least one cazboxyUc add represented by the formula: 




wherein each of R^, R^ R^, R^ and R*' is independently 
selected from the group coiK^ung of: hydrogen, alkji 



ai>'l halogen, alkoxy, hydroxj^alkyl, cazboxyallQ'l, 
alkylthio, alkylsulfonyl, sul&nic, alkylsulfonate, 
dialkylamino, acyl, allsoxycaibonyU c>'ano and nilro; 
wherein R^ and R^ R^ and R\ R^ and R**, or R^ and R" 
togetl^r optionally form an aromatic or aliphatic ring; 
wherein R*^ is selected from the fiproup consisting of: 
hydrogen, alkyU ar^» hydiox>'alkyU carboxyalk>4, 
acyl, aDcoxyoarbonyl alkylsulfonyl ^ alkyl^onate; 
or R^^ and its bond together optionally form an electron 
pair; or R^ and R^^ together opttonally fonn a ring; 
wherein R'^ is an alkylene group of C^-C^ carbon 
atoms; and vteiein R"° and R^^ together optionally 
form an aliphatic ring; wherein A is a heteroatom 
selected from the group consisting oi: N, O and S; with 
the proviso thai the total add number of said polymeric 
binder is 70 mg KOH/g or less. 

Based on this teaching, it would have been obvious to one skill in the art to have the 
compound (c) shown above, in which R^-R^ are H atoms, A is N, R^^ is an 
alkoxycarbonyl group (-C(=0)-OR) and R^^ is an alkylne group of Ci carbon atom (i.e., - 



CH2-), in Munnelly's composition with a reasonable expectation of obtaining a high 
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speed negative working tliermal printing plate. Such compound teaclies present 
compound of formula (I) or (1-2). Therefore, Munnelly's teaching renders obvious 
present inventions of claims 1-3, 5, 7, 8, 10, 11, 13 and 15. 

Allowable Subject Matter 

5. Claims 6 and 12 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. Munnelly does not teach or suggest present 
compound (A) of claim 6 or present R3 group of claim 12. 

Response to Arguments 

6. Applicants argue that Munnelly'939 prefers that its compound (c) contain at least 
two carboxyl groups. However, in [0053], Munnelly clearly teaches that his compound 
(c) can be monocarboxylic acid as well as polycarboxylic acid. Also, in [01 18], Munnelly 
states that while polycarboxylic acids are preferred, monocarboxylic acis are also 
suitable for use in his IR sensitive composition. Applicants argue unexpectedly superior 
results of present invention by pointing to the data in Tables 2, 4 and 5 in present 
specification. Such comparative data were carefully considered but were found to be 
unpersuasive in showing unexpectedly superior results of present invention because the 
comparison was not made to the closest prior art. See MPEP 716.02(e). 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sin J. Lee whose telephone number is 571-272-1333. 
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The examiner can normally be reached on Monday-Friday from 9:00 am EST to 5:30 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's, 
supervisor, Cynthia Kelly, can be reached on 571-272-1526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://palr-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



pm EST. 



S. Lee 

January 7, 2008 




SIN LEE 
PRIMARY EXAMINER 



